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DETAILED ACTION 



Terminal Disclaimer 

1. The terminal disclaimed filed on 1 1 May 2007 disclaiming the terminal portion of 
any patent granted on this application which would extend beyond the expiration date of 
any patent issued from U.S. Patent No. 6730841 has been reviewed and is accepted. 
The terminal disclaimer has been recorded. 

Remarks 

2. All objections are withdrawn due to Applicants amendment. 

3. The previous rejection to claim 12 is withdrawn due to Applicant's amendment. 

4. The rejection of claims 1-31 under the judicially created doctrine of obviousness- 
type-double patenting has been withdrawn due to the acceptance of the temriinal 
disclaimed filed 1 1 May 2007. 



Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled In the 
art to which It pertains, or with which It is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1 , 2, 17 are rejected under 35 U.S.C. 112. first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
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one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

As amended, claim 1 at line 10 and claim 17 at line 10 recite limitation "without 
utilizing a mechanical fastener". There is no support for this limitation in the specification 
originally filed. There is no portion of the disclosure describing securing at least one 
clamping strip without utilizing a mechanical fastener 

As amended, claim 2 at line 2 recites limitation "a plurality of batten caps and a 
plurality of clamping strips over said longitudinal engagement point". There is no support 
for this limitation in the specification originally filed. Instead, the disclosure and drawings 
show a batten cap is constructed as a lengthwise extending component (See page 9 
line 31 bridging page 10 line 1, and Fig. 3D). There is no portion of the disclosure 
describing a plurality of batten caps over a longitudinal engagement point. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

2. Claims 1, 2, 10-16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Knudson (US Patent 4546586). 

See Figures 1-7. 
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Regarding claims 1 , Knudson teaclies providing a first (1 1 or 21 1 or 31 1) and a 
second (12 or 212 or 312) elongated web (or sheet) of metal (See col. 2 lines 18-19); 
disposing the first and second webs on the surface in a longitudinally aligned 
relationship with one another, wherein a first edge of the first web abuts a first edge of 
second web to form a longitudinal engagement point; securing at least one clamping 
strip (or fastening device 37) onto the longitudinal engagement point, wherein the 
clamping strips are adapted to secure the longitudinal engagement point in a stable 
position; securing a batten cap (38) over the clamping strip (37), wherejn the batten cap 
contacts the first and second elongated webs in a manner to urge the first and second 
elongated webs toward each other. (See Figures 1 and 7). As seen in Figure 7, the first 
elongated web (31 1) and the second elongated web (312) are spaced apart from each 
other at the bottom. As the batten cap (38) is secured over the clamping strip (37), its 
inturned ends 92 and 93 pushes the sides of clamping strip (37) together, thereby 
urging the first and second elongated webs toward each other. Knudson teaches the 
limitations of the Instant claim, therefore the prior art is deemed to be anticipatory. 

Regarding claim 2, Knudson teaches securing a plurality of batten caps (38) and 
plurality of clamping strips (37) over longitudinal engagement points. (See Figure 1) 

Regarding claims 10, Knudson teaches the longitudinal engagement point forms 
a substantially triangular shape having the surface as a base, the first edge of the first 
web as a first side, and the first edge of the second web as a second side. (See Figures 
2, 4. 6-7) 
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Regarding claims 11, Knudson describes the batten cap including a first side and 
a second side. The first side of the batten cap has a curved portion contacting the first 
web (the side with inturned end flange 92) and the second side of the batten cap also 
has a curved portion contacting the second web (the side with inturned end flange 93). 
(See Figures 1 , 4 or col. 4 lines 39-41). 

Regarding claims 12-13, Knudson describes the curved portions of batten cap 
first side and second side having arcuate shapes (See Figure 4), being made of sheet 
metal (See col. 4 lines 39-41) and designed for snapping into the fastening device 37 
(See col. 2 lines 60-66). Therefore the curved portions of the first and second sides are 
configured to resiliently maintain contact with the first and second webs adjacent the 
longitudinal engagement point. (See Figure 1, 4). 

Regarding claim 16, Knudson teaches the inwardly curled ends of the batten 
retain in the grooves (589, 62) created between surface portions (58, 61) of the leg of 
the clamping strip and the sides (11, 12) of the metal sheets. (See Figures 3 and 4). In 
this position, the batten cap 38 creates a force to hold down the clamping strip (or 
fastening device 37, see col. 4 lines 39-46), and it inherently creates a force to press 
down the sides (11, 12) of the substantially triangular shape, thereby providing a 
securing means of attaching the sides of the substantially triangular shape onto the 
surface of the roof 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the Invention 
was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art, 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 3, 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson (US Patent 4556586) in view of Nath et al. (US Patent 5092939). 

Regarding claim 3, Knudson teaches mounting a flexible material onto a surface 
as described in claim 1. Knudson also teaches the surface can be roof deck (See col. 2 
line 21). 

Knudson does not teach using flexible material of a photovoltaic material, 
Nath et al. teach using a photovoltaic material 44 as the flexible material. (See 
col. 1 lines 50-56) 



Application/Control Number: 10/716,995 Page 7 

Art Unit: 1753 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize a photovoltaic material as taught by Nath et al., because it 
would be economical and cost-effective. (See col. 1 lines 50-56) 

Regarding claims 6-9, Knudson teaches mounting a flexible material onto a roof 
deck surface as described in claim 1 . 

Knudson does not teach establishing electrical communication in a region of a 
soffit of the roof, in a region of a ridge of the roof and proximate a transverse extending 
edge of each of the webs of photovoltaic material. 

Nath et al. also teach establishing electrical communication in a region of a soffit 
of the roof, in a region of a ridge of the roof and approximate a transverse extending 
edge of each of the webs of photovoltaic material (See Figures 4, 8, col. 2 lines 14-20, 
col. 3 lines 38-42, col. 4 lines 31-42 and col. 5 lines 18-41) 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize the teaching of Nath et al. for establishing electrical 
communication, because it would provide an electrical output from the photovoltaic 
material. (See col. 2 lines 14-15). 

6. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knudson in view of Nath et al and further in view of Francovitch (US Patent 4674244). 

Knudson and Nath et al teach, mounting flexible photovoltaic material as 
described in claim 3. 
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Neither Knudson nor Nath et al teach disposing a membrane material onto the 
roof deck prior to disposing the flexible webs, nor do they teach applying a sheet of 
membrane material upon the roof and over which are disposed the webs of photovoltaic 
material. 

Francovitch teaches disposing a membrane material onto the roof deck prior to 
disposing the flexible webs, and applying a sheet of membrane material upon the roof 
and over which are disposed the webs of photovoltaic material. (See *244 col. 3 lines 
25-40) 

It would have been obvious to one having ordinary skill at the time the invention 
was made to modify the method of Knudson and Nath et al. by applying membrane 
material prior to disposing the photovoltaic material as taught by Francovitch, because it 
would provide an economical and effective roof and photocell construction. (See col. 2 
lines 45-54) 

7. Claims 17-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nath et al. (US Patent 5092939) in view of Knudson (US 4546586). 

Regarding claims 17, 20-21, Nath et al. disclose a system for securing 
photovoltaic material onto a surface comprising flexible webs (panels 14 or 16) of 
photovoltaic material, wherein the first and second webs set onto the surface in a 
longitudinally aligned relationship with one another; at least one clamping strip (or clip 
26) clamped onto the longitudinal engagement point in a stable position, each of the 
clamping strips adapted to secure the longitudinal engagement point; a batten cap 32 
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secured over the clamping strips, wherein the batten cap 32 contacts the first and 
second webs in a manner to urge the first and second webs toward each other. (See 
Figures 2-3 or col. 3 lines 1 0-37). 

Nath et al. do not teach the clamping strip that secures two abutting edges of the 
webs, nor do they teach the material of the clamping strips and the batten cap. 

Knudson teaches clamping strips (37) that secures the edge of the first web (11) 
abutting the edge of the second web (12) to form a longitudinal engagement point. (See 
Figures 2, 4, 6-7). 

Knudson also teaches the clamping strips being fabricated from nylons (See col. 
4 lines 25-38), and batten cap from sheet metal (See col. 4 lines 39-41), which 
obviously includes aluminum, iron, steel, or stainless steel. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the module of Nath et al. by substituting the clamping 
strip the can secure abutting flexible webs, using nylon clamping strip and sheet metal 
batten cap as taught by Knudson, because it would connect the web together as a 
unitary and form a weather-tight continuous seam. (See col. 2 lines 48-49). 

Regarding claim 18, Nath et al teach the first and second webs having a 
generally central photovoltaic area encapsulated within a polymeric material, wherein 
the polymeric material having both side and extending edges beyond the photovoltaic 
area. See col. 4 lines 60-66). A pair of contact terminals extends from a selected end of 
the flexible web for establishes electrical communication with the photovoltaic area. 
(See Figure 4) 
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Regarding claim 19, Nath et al. disclose that tlie longitudinal engagement point 
forming a substantially triangular shape having the surface 30 as a base, the edge of 
the web as a first side and the edge of the second web as a second side. (See Figure 
3). In addition, when two flexible panels are bent and joined at bending site, it always 
creates a triangular-like shape. 

Regarding claim 22, Nath et al. describe the photovoltaic material being 
laminated between two wider layers, EVA 62 and galvanized steel 36, to form side 
edges 84 and cutting areas 86. (See Figures 6, 8 and col. 4 lines 51-66). The side 
edges and the cutting areas do not contain the photovoltaic material, therefore they are 
thinner than the middle portion of the photovoltaic web. In other words, the photovoltaic 
webs maintain a substantially uniform thickness throughout cross section, and tapers to 
a thinner thickness at the edges and sides. 

Regarding claim 23, Nath et al. disclose the batten cap 32 comprising a first side 
and the second side, wherein the first side has a curved portion contacting the first web, 
and the second side has a curved portion contacting the second web. (See Figure 3). 

Regarding claims 24-25, Nath et al. describe the curved portions of batten cap 
first side and second sides have arcuate shapes (See Figure 3), and are designed to be 
snap-fitted (See col. 3 lines 35-37). Therefore, the first and second sides of the batten 
cap are configured to resiliently maintain contact with the first and second webs 
adjacent the longitudinal point. 

Regarding claims 26-27, Nath et al describe a screw being used to secure 
portions of the webs to an underlying frame member (30) via the bottoni section (28) of 
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the clip (26) (See Figure 3). However, it would have been obvious to one skill in the art 
at the time the invention was made to use the screw by itself for securing a portion of 
the web (either the first or second web) to a surface (such as roof deck), because there 
is nothing unobvious about using a screw for securing means. 

8. Claims 28-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nath et al in view of Knudson, and further in view of Heath (US Patent 3992847). 

Nath et al. and Knudson teach securing system as described in claim 17. Nath et 
al. also teach using a spool (or coil 82) of photovoltaic material. 

Neither Nath et al. nor Knudson teach using a ridge roller comprising sets of legs 
or wheels which are adapted to run along rails. Nor do they teach including a cradle 
adapted to rotatably support the spool. 

With respect to claim 28, Heath teaches using ridge roller configured to rotatably 
secure a spool (or combination of a roller 60 and a roll 75) of flexible sheet material 
such as insulation to facilitate the drawing and sectioning of discrete lengths of the 
flexible material. (See '847 Figure 1, col. 3 lines 26-69) 

With respect to claim 29, Heath teaches the ridge roller comprising a first set of 
legs (27 and 35) adapted to run along a first rail (track 97 or a purlin); a second set of 
legs (28 and 36) adapted to run along a second rail (track 96 or an adjacent purlin of 
that of the first set of legs), wherein the second rail approximately parallel to the first rail 
(See *847 Figures 3); and a cradle (or frame 10) adapted to rotatably support the pool. 
(See *847 Figures 1, 3 or col. 2 lines 36-68 and col. 4 lines 16-37). 
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With respect to claims 30 and 31 , Heatli teaclies the ridge roller comprising a 
first sliding panel (track 97 or a purlin) having a first set of wheels (42, 44); a second 
sliding panel (track 96 or an adjacent purlin of that of the first purlin) having a second 
set of wheels (43, 45); a first locking means (51, 53) to lock first sliding panel into a 
desired position; a second locking means (51, 53) to lock the second sliding panel into a 
desired position. The first set of wheels adapted to run along a first rail, and the second 
set of wheels adapted to run along a second rail, wherein the second rail is 
approximately parallel to the first rail. (See '847 Figure 1, 3, and col. 4 lines 16-37). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the system of Nath et al and Knudson by using a roller 
ridge as taught by Heath, because it would provide safe, economical and reliable 
methods of roofing. (See '847 col. 5 lines 4-6). 

In addition, it would certainly have been obvious to one having ordinary skill in 
the art at the time the invention was made to have used a spool of photovoltaic material 
as taught by Nath et al. in place of the insulation roll as taught by Heath. Both the spool 
of photovoltaic material and the insulation roll are flexible material and able to form a roll 
or a spool, therefore they are functionally equivalent. Thus, the arts to which the 
reference patent belonged were reasonably pertinent to the art with which the 
applicant's invention dealt. See MPEP § 2141.01(a). 

Response to Arguments 

Applicant's arguments filed 05/29/2007 have been fully considered but they are 
not persuasive. 
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Applicant argues that the disclosed method does not entail folding and 
interlocking the flexible strips, or utilizing a fastener to secure the clamping strip". The 
Examiner is not sure what "flexible strips" are being read into the claim by Applicant, but 
this argument is not persuasive for the following reasons. First, the prior art, as 
describing an extra step such as folding and interlocking the flexible webs, still teaches 
all the limitations of claim 1(See rejection of claim 1). Secondly, claim 1 uses the word 
"comprising", which is inclusive and does not exclude additional method steps (See 
MPEP § 21 1 1 .03). Thirdly, the fastener device 37 in Knudson functions very much the 
same as the clamping strip in the instant claims, that is to secure the longitudinal 
engagement point, to hold two abutting flexible webs together. Applicant further argues 
that the batten cap of instant application is configured to contact the flexible strips to 
urge them toward each other, while the batten cap of Knudson is configured to contact 
the device in a manner to resist the batten cap from being pulled away from the 
fastening device in an upward direction. The Examiner replies that, as seen in Figure 7, 
the first elongated web (31 1) and the second elongated web (312) are spaced apart 
from each other at the bottom. As the batten cap (38) is secured over the clamping strip 
(37), its inturned ends 92 and 93 pushes the sides of clamping strip (37) together, 
thereby urging the first and second elongated webs toward each other. Knudson 
teaches the limitations of the instant claim, therefore the prior art is deemed to be 
anticipatory. 

Applicant also argues that all the references do not teach or suggest, either 
individually or in any combination, each and every limitation found in claim 1 or claim 
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17, This argument is not persuasive. As in claim 1, Knudson teaches providing a first 
(1 1 or 21 1 or 31 1) and a second (12 or 212 or 312) elongated web (or sheet) of metal 
(See col. 2 lines 18-19); disposing the first and second webs on the surface in a 
longitudinally aligned relationship with one another, wherein a first edge of the first web 
abuts a first edge of second web to form a longitudinal engagement point; securing at 
least one clamping strip (or fastening device 37) onto the longitudinal engagement 
point, wherein the clamping strips are adapted to secure the longitudinal engagement 
point in a stable position; securing a batten cap (38) over the clamping strip (37), 
wherein the batten cap contacts the first and second elongated webs in a manner to 
urge the first and second elongated webs toward each other. (See Figures 1 and 7). As 
seen in Figure 7, the first elongated web (31 1) and the second elongated web (312) are 
spaced apart from each other at the bottom. As the batten cap (38) is secured over the 
clamping strip (37), its inturned ends 92 and 93 pushes the sides of clamping strip (37) 
together, thereby urging the first and second elongated webs toward each other. 
Knudson teaches the limitations of the instant claim, therefore the prior art is deemed to 
be anticipatory. As in claim 17, Nath et al. teach flexible webs (panels 14 and 16) of 
photovoltaic material secured by clamping strips (clips 26) and batten cap (32) in a 
manner to urge the webs toward together (See Figures 2-3 or col. 3 lines 10-37). 
Knudson teaches two abutting flexible webs forming an engagement point and secured 
by clamping strips (or fastener device 37) and batten cap (38). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the module of Nath et al. by substituting the clamping strip the can secure 
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abutting flexible webs as taught by Knudson, because it would connect the web 
together as a unitary and form a weather-tight continuous seam. (See col. 2 lines 48- 
49). 

Applicant also argues that both Nath et al. and instant application were subjected 
to an obligation of assignment to the same organization, United Solar Ovonic LLC, 
under 35 U.S.C. 103 (c). The Examiner replies that the provision of 103 (c)(1)-(3) which 
disqualify prior art because of common ownership only apply if the reference is a prior 
art only under one or more of subsection (e), (f) and (g) of section 102. (See MPEP § 
2146). However, the reference Nath et al. is prior art under 102(b), therefore it is still 
qualified for 103(a) rejection. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning tiiis communication or earlier communications from the 
examiner should be directed to Thanh-True Trinh whose telephone number Is 571-272- 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status Information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



6594. The examiner can normally be reached on 8:30 am - 5:00 pm. 
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